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Introduction

» Extract Information

» www.extractinfo.info

» Provides IP management and patent search help for SMEs.

» Trainer in Patent information & Search and IP & Commercialisation at IPI Academy
and Go Opleidingen.

» https://ipi.academy/faculty/details/3826/jane-list

» https://goopleidingen.nl/opleiding/advanced-patent-information-course-apic

» Chair CEPIUG. The European patent information experts group.
https://www.cepiug.org/
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This talk

What is a trade secret? Some examples.
Development of trade secrets law.

Patents, know how, trade secrets.

vV v v Vv

Managing trade secrets information
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business methods

Examples of Trade Secrets:

compilations (including business contact

lists, customer lists)
computer programs
designs

devices

financial projections
formulae
ingredients
inventions
manufacturing techniques
market studies
marketing plans

patterns

% pricing information
% processes

s recipes

>

sales data
* software algorithms
o Al

https:/ /patentlawvyer.io/ trade-secret-examples
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Creation:

In 1879 Joseph Lawrence (a doctor in St. Louis, IL, USA) experimented
with surgical disinfectants.

He created a mixture of alcohol and essential oils that seemed to Kkill
whatever bugs it touched.

Listerine was born!

Entering the market:
Lawrence found sales direct to dentists difficult.
He gave the (Secret) formula to Jordan Lambert, in return for Foyalties on future sales.

The Deal:

Lambert signed a €ontract that guaranteed payment to Lawrence (and his heirs and successors) $20 for ea
144 bottles sold. (This was later changed to $6, and linked to volume sold, (different sized containers).
Early sales remained limited.

Market Success:

In 1923 Lambert’s son, Gerald created a marketing campaign which made Listerine the no.1 mouthwash!
By 1955 Warner-Lambert had paid $22million in royalties.

Contract Success:
Warner Lambert challenged the contract, but a court upheld the contract and the duty topay royalti

https://ipwatchdog.com/2021/11/23/secret-enables-brand-long-lasting-listerine-license/id=140353/#
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» Lea & Perrins Sauce (UK)

» Irn Bru (Scotland)

» Ink jet printing companies
» Archipelago Technology
» Xaar

» Pharmaceutical companies
» Manufacturing methods

» Large and smaller companies:
» Prior to filing patents

» IT and software companies
» Algorithms, Al.

» Publishers

» New York Times Best seller list algorithm.

https://www.gov.uk/government/case-studies/intellectual-property-lea-perrins
https://irn-bru.co.uk/pages/faqgs
https://wd40company.com/our-company/fascinating-facts/
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» <2016

» Avariety of laws and approaches in the member states.

» Austria - Unfair competition act, Belgium - Code of Economic Law, Act on Employment contracts,
» 2016
» Directive 2016/943/EU (Trade Secrets Directive)
» The Trade Secrets Directive had to be implemented into national law by all EU member states by 9 June 2018.
» Established a minimum standard for protection across the EU.
» Some countries emphasis the need to protection of trade secrets, e.g. France, Germany.

» Some flexibility within national laws, e.g. Civil remedies against unlawful acquisition, use and disclosure of tr
secrets.

» Article 2 matches the TRIPS Agreement.
» 2025
» EU Data Act - in force since 12 September 2025
» Data sharing regulations for manufacturers
» Conflict 77

https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32016L0943



https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32016L0943
https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32016L0943
https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32016L0943
https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32016L0943
https://eur-lex.europa.eu/legal-content/EN/TXT/PDF/?uri=CELEX:32016L0943

Extract . \
Eiiz: Trade secrets legislation: UK

» < 2018 (England and Wales)

» “Law of Confidence “

» Based on common Law / case law system.

» First ‘modern’ case dates from 1948. - Saltman Engineering Co Ltd. V Cambell Engineering Co Ltd.

» Related to use of engineering drawings by Cambell, which belonged to Saltman and Saltman had provided for the purpo
manufacture of leather punches (to Saltman). Ownership was clear, but no contract as such.

» 2018

» EU Trade Secrets Directive was implemented by the Trade Secrets (Enforcement) Regulations 2018, and reaffirm
the 2020 Brexit legislation

» UK approach is harmonised with EU - for now.
Scottish Law takes a different approach to England and Wales

National Security Act 2023 - (targeted at international industrial espionage, mentions trade secrets.)

https://www.argus-p.com/papers-publications/thought-paper/protection-of-confidential-information-without-a-contract/
https://swarb.co.uk/saltman-engineering-co-v-campbell-engineering-co-ltd-ca-1948/
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» World Trade Organization (166 member countries in 2024)
» Global organisation dealing with trade.

» Trade-Related Aspects of Intellectual Property Rights (TRIPS Agreement)
is Annex 1c of the Agreement entered into on 15 April 1994 (Marrakech )
(amended on 23 January 2017),

» Section 7: protection of Undisclosed Information
» Article 39 states that so long as such information:

» is secret in the sense that it is not, as a body or in the precise
configuration and assembly of its components, generally known amon% or
readily accessible to persons within the circles that normally deal wit
the kind of information in question;

» has commercial value because it is secret; and

» has been subject to reasonable steps under the circumstances by the
person lawfully in control of the information to keep it secret.

» Natural and legal persons shall have the possibility of preventing
information lawfully within their control from being disclosed to,
acquired by, or used by others without their consent in a manner
contrary to honest commercial practices!

https://www.wto.org/english/docs e/legal e/31bis trips 01 e.htm
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Patents, know how, and trade secrets
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KIPO

KOREAN INTELLECTUAL PROPERTY OFFICE
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eed for secrecy Need for secrecy Disclosure becomes part of the ‘Public Domain’ (information perspective)
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Definitions (GB MOPP. Patents Act 1977) Section 2.2

‘The state of the art in the case of an invention shall be taken to comprise all matter (whether a

product, a process, information about either, or anything else) which has at any time before the

priority date of that invention been made available to the public (whether in the United King

or elsewhere) by written or oral description, by use or in any other way.’

Definitions: EPO Article 54:
(1) An invention shall be considered to be new if it does not form part of the state of the art.

(2) The state of the art shall be held to comprise everything made available to the public by means
of a written or oral description, by use, or in any other way, before the date of filing of the
European patent application.
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For the purposes of Article 15(2), relevant prior art shall consist of everything which has been made
available to the public anywhere in the world by means of written disclosure (including drawings
and other illustrations) and which is capable of being of assistance in determining that the claimed
invention is or is not new and that it does or does not involve an inventive step (i.e., that it is oriis n
obvious), provided that the making available to the public occurred

(b) When any written disclosure refers to an oral disclosure, use, exhibition, or other means whereby
contents of the written disclosure were made available to the public, and such making available to the
occurred on a date prior to the international filing date, the international search report shall separately
mention that fact and the date on which it occurred if the making available to the public of the written

disclosure occurred on a date which is the Same asyorlater than, thelinternational filing date:


https://www.wipo.int/pct/en/texts/articles/a15.html#_15_2
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» EPO

» “The claims shall define the matter for which protection is sought. They shall be clear and concise
supported by the description.”

» “Sufficiency of disclosure within the meaning of Art. 83 EPC must be assessed on the basis of
the application as a whole - including the description and claims -...... and the drawings. .”

» UKIPO

» “The claims or claims shall

a) Define the material for which the applicant seeks protection
b) Be clear and concise
c) Be supported by the description; and

d) Relate to one invention or a group of inventions which are so linked as to form a single inventive
concept”

» (Section 14(5) UK Patents Act)

https://www.gov.uk/guidance/the-patent-act-1977/section-14-making-of-application
https://www.epo.org/law-practice/legal-texts/html/guidelines/e/f_iii_1.htm
https://mpep.uspto.gov/RDMS/MPEP/E8r8#/E8r8/d0e93742.html

(USPTO: “Once the examiner has established a prima facie case of lack of enablement, the burden falls on the applica
arguments, supported by suitable proofs”)
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Information management for trade secrets

. . sl 3 ian?
What is confidential information? Trade Secrets

» Technical information, materials,

A . f f. .
compounds, samples » A special type of confidential

information

» Information surrounding an

: : e g » Having identified that you want to kee
invention before it is filed (or S y P

i information secret - you must protect it!
published) y P
. » Prevent it from being disclosed
» Know-how which you choose NOT . S
to disclose in a patent application » Accidentally
» Business information » By bad -actors.

» Customers, potential customers,
suppliers, plans, roadmap
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» Why restrict access to information?

» Levels of access
» maintaining secrecy during patent filing process

» securing trade secrets

» Know-how

» Why make information public?
» Disclosure within a patent publication
» Necessary to secure the patent
» Publish an article in trade journal, scientific publication
» To raise awareness of the business
» At a conference

» To provide thought leadership in the market
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Sectors in which trade secrets proceedings were issued
September 2021 — September 2024

Sectors

Shipping & Maritime

Manufacturing & Industrials _
@ Consumer Products

‘ C Technology, Media & Telecoms
‘ Banking & Finance Insurance

Aviation

Leisure & Sport

Pharmaceuticals

Construction & Infrastructure

https://www.eversheds-sutherland.com/en/united-kingdom/insights/trade-secrets-litigation-what-do-the-statistics-tell-us
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8 Categories of a comprehensive TS
protection plan

» Have agreements, policies,
procedures, records to establish
and document protection

» Establish physical and electronic
security and confidentiality
measures

» Assess risks to identify and
prioritise TS vulnerabilities

» Establish due-diligence and ongoing
3rd party management procedures

vV v v Vv

Establish an information protection team
Train employees and 374 parties
Monitor and measure corporate efforts

Take corrective actions and continually
improve policies and procedures
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Thank youl!.

jane@extractinfo.info
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